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B nocnegHue ropbl TPEGOBaHMSI NaTeHTHOM 3KCNepTusbl VI305PETEHVIVI noBbICU/INCb, U BCe Yalle
BO3HUKAKOT CNOPbI MeXAyY 3aaBUTe/IIMN U 3KCnepTamMu No nosoay HeNpmsHaHNA TeXHU4YeCKNX pELIJEHVIﬁ
MBOGPETEHMHMM. B 3TomM cnyyae 3asBUTE/Ib A0/1KEH 6bITb FOTOB K 3aljuUTe CBOEro MBOGPETEHMH Ha

Konneruu NManatbl N0 NATEHTHbIM CNOpaMm.

In recent years, the patent examiners’ requirements for inventions have become more rigorous,
and disputes between applicants and experts on non-recognition of inventive technical solutions
are occurring more frequently. In case of disputes, applicants should be ready to defend their
inventions at the sessions of the board of the Chamber for patent disputes.

ajaTa mo IaTeHTHHBIM conopam (maee -

"manara”’) HaxogHUTCA MO azpecy: 129993,

MockBa, BepeskkoBckas Hab., x5.24. B 3ace-
JaHUSX KOJJIETUU MaJIaThl YUYaCTBYIOT ee YJIeHBl
B KOJIMYeCTBe He MeHee Tpex 4eJoBeK, BKJIOYas
npefcenaTe/lbCTBYIOLIETO, OTBETCTBEHHOI'O 3a pac-
CMOTpeHUe Jeiia, 3asiBUTeNb(H), IpecTaBUTeNb(H)
3KCIePTU3bl, a TaKXe HHble INpeACTaBUTENH,
B KauecTBe KOTOPBEIX MOI'YT BBICTYIIaTh, HAIIPUMeD,
HadKHaIIHe 5KCIIepThl, IpUIIAlleHHble Ha 3ace-
JaHMe KOJIJIETHH C L1eJIbI0 UX 00yUeHU . 3asIBUTeNb
MMeeT IIPAaBO IIPUITACUTH Ha 3acegaHUe CBOEro
npencrtaButens (HoBepeHHOe JIUIO), C KOTOPBIM
OH MO>KeT COBETOBAThCS B IIpoliecce paboThl KoJI-
neruu. Ha 3Toro mpefcTaBUTesNs 3asBUTeNeM
IOJIKHA OBITH IIOATOTOBJIEHA JOBEPEeHHOCTH, KOTO-
pylo Ilepen HadyaaoM 3acefaHHA OH IepefaeT KOJI-
neruu. Ec/u 3asgBUTe/b He IPHUCYTCTBYeT Ha 3ace-
IAHUU KOJIJIeTH, a JoBepsieT PAaCCMOTpeHHUe feila
CBOEeMY IIpeACTaBUTe/IO0, TO JOBEPeHHOCTh 3aBe-
psieTcs HoTapuaabHoO. IIpeAcTaBUTe/IeM 3asIBU-
Tessl MOKeT BBICTYIIATh 0b0e JIHUI0, IPpUUeM He
obs3aTenbHO obamarmniee CTATyCOM IIAaTEHTHOIO
IIOBEPEHHOTO.

B Hayae 3acefaHHsa KOJJETHH IMaJiaThl 3as-
BUTEJNb HUJIU ero JOoBepeHHOe JIMII0 H3JIaraloT
CBOIO IIO3HMIIMIO, IIOTOM CJIOBO IIpefoCTaBIIsieTCs
3KCIIepTy, NPHUHSIBIIEMY OClIapUBaeMoe pelle-
HHUe. Ilocyie 3TOTO0 KOJ/IJIeTHS 3aJaeT BOIIPOCH CTO-
pPoHaM u QopMyIHpyeT 3aKjJO4YeHHe. JJHanor
MeXAy SKCIepPTOM M 3asBHUTeneM (M/HUIHU ero
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npencTaBuTeneM) GopMaabHO 3alpellleH, 0OJHAKO,

npu pasbope CIOKHBIX TEXHHUYECKHUX pelleHHH

KMHOT[a OH BO3HHKAeT, 1, eCJIH 3TOT JHaJIOL HOCUT

MO3UTHBHBIN XapaKTep, He COAEPKUT IIPeTeH3UH

3asIBUTeJIsl B He0OObeKTUBHOCTH 9KCIIEPTU 3L U CIIY-

SKUT Pa3bACHEHHIO TeXHUYECKUX BOIIPOCOB, TO KOJI-

JleTHs IajaThl MOXKeT ero He IIpepBaTh. 3acefaHHe

KOJIJIETMH MO>KeT ITPOJO/I’KaThCs HeCKOIBbKO YaCOB.
CornacHo . 1.1-1.4 npaBUI NOAAYH BO3paskeHUHN

Y 3asiBJIeHHH 1 UX PacCMOTPeHHUs B IajaTe, HU3710-

SKeHHBIX Ha cauTe PefepalbHOro MHCTUTYTA IIPO-

MelmieHHON cobctBeHHOoCcTH (http:/www.fips.ru),

B OTHOIIEHUHU HU300peTeHUH, OJIe3HBIX MOJeleH

Y IIPOMBIIIJIEHHBIX 06pa31i0B MOTYT OBITh IIOJaHBI

CllefyIolle BO3PasKeHU .

* Ha pemeHHe 06 oTKa3e B BbJaue MaTeHTa UJIHU
0 BBIJaue IaTeHTa Ha HM300peTeHUe, MOJIE3HYIO
MoOZIe/Ib, IPOMBIIITIEHHBIH 06pasels;

* Ha pellleHHe O IPU3HAHUU 3asBKHU Ha H306peTe-
HMUe, II0JIe3HYIO MOJleJIb, IPOMBIIIIEHHBII 0bpa3elr
OTO3BaHHOM;

* IIPOTUB BBIJAYH [1aTeHTa Ha U300peTeHUe, I0/I€3-
HYI0 MOfle/ib, IPOMBIIIJIEeHHBIH 06paselr;

* IPOTUB NEeHCTBUS Ha TePPUTOPHUHU POCCHHCKOHU
defepallMu paHee BBILAHHOTO aBTOPCKOTO CBH-
neTenbcTBa Mnu nmateHta CCCP Ha usobpete-
HHe, CBUAeTe/NbCTBA UM naTteHTa CCCP Ha mpo-
MBIIIJIEHHBIM 06pa3sel], eBpa3sHMICKOro MaTeHTa
Ha u3obpeTeHHUe, BBIIAHHOTO B COOTBETCTBUU
c EBpa3uiCKOM TIaTeHTHOM KOHBeHIIHeH oT 9 ceH-
Ts26ps 1994 roga.
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B 3TOM cTaThe NpeACTaBIeHbl PEKOMEHIAIIUH,
Kacaloluecs IepPBbIX IBYX IIYHKTOB.

Ba>kHBIMH IIOJIOKEHHSIMH IPABUJI SIBJSETCS
TO, YTO COIJIACHO I1.2.2 BO3pa>keHHe COCTABISALTCS
B IIPOKU3BOJIBHOU dOopMe, a COrJACHO I.2.5 OHO
IOJIKHO comepskaTh 060CHOBaHHe HeIIpaBOMep-
HOCTH o6>kanyemoro pemeHus. OCTaJbHEe
TpeboBaHUs, KacalIluecs IOLa4Yu Bo3pake-
HUMN, IOAPO6HO M MOHSITHO M3JIOKEHBI B IIPaBU-
nax (CM. CCBIJIKY), U He TPeOyIOT KOMMEHTapHeB.
Bo3paskeHHe momaeTcsl 3asiBUTeJIeM Ha BBIAAYY
IaTeHTa Ha U306peTeHUe, IIOTI€3HYIO MOZENb, IIPO-
MBIIIJIEHHBIN 06pa3sel], mocie 4ero oH IojayvaeT
yBeIOMJIEHHE O BpeMeHU IIPOBeleHHUsI KOJIeTHHU
nanarsl. JaHHYI HHPOPMALIMIO TaKKe MOXKHO
y3HATh 1o cchlaKe http://www.fips.ru/sitedocs/
Boards.pdf B pa3smene "PacmucaHue KONJIeruu
[TasaTsl 110 HATEHTHHIM cIiopam’.

Bompoc 0 MpPOXOKAEHHUHU 3asBUTENIEM 3Talla
pPacCMOTpeHHUs CBOET0 TeXHHUYECKOTO pelleHHUs

Ha KOJIJIETHH IMaIaThl y>ke KPaTKO 3aTparuBacs
B [1, 2] Opu pacCMOTpPeHHUU CIOPHOMN CUTyallUU
no "Cmocoby m3MepeHHUS 3HePrHU KBAaHTOBOM
HeJIOKAJIbHOCTH YaCTHI, COBEpIIAIUX UHPHU-
HHTHOe IBHXXeHHUe". HHUKe pacCCMOTPUM 3TOT CIIy-
Yal HeCKOJIIBKO IToapobHee.

HTak, Ha CTaUH 3KCIEPTU3Bl 3asBKU IIpUBe-
JNeHHBble 3asiBUTe/IeM TeXHHUYeCKHe apTyMeHTHI,
TeopeTHYeCKHe BBIKJIAJAKH U Pe3yJIbTaThl IKCIIe-
PUMeEHTOB He ybenMIH 3KCIIepTa B BO3MOKHO-
CTH IPOMBIIIJIEHHON INPUMEHHUMOCTH IIPeIo-
sKeHHOro criocoba. OTHacTH 3T0 0OBSICHHMO, TakK
Kak n306peTeHHe HOCUJIO JOCTATOUHO PEBOJIIOLIH-
OHHBIM XapaKTep X OCHOBBIBAJIOCh Ha obHapysKe-
HUHU HOBOro 3¢pPpexTa, HHPOpMALIMI O KOTOPOM
Ha MOMEHT II0Ja4H 3asIBKH ellle He Obl1a omybau-
KOBaHA B OTKPBITOM IedaTH. PasymeeTcs, IKCIIep-
TH3a MMeJIa OCHOBAHUS COMHEBAThCS B 06beKTHB-
HOM CYIIeCTBOBAHUU 3TOro 3¢ dpeKTa (OTKPBITHUS).
Ho Ha MOMEHT IIPOBeJeHHUS KOJIJIETUH I1aIaThl

he address of the Chamber

for Patent Disputes (herein-

after, "the Chamber") is bld.
24, Berezhkovskaya nab., Moscow,
129993, Russia. The sessions of
the Chamber Board are attended
by the members of the Board (at
least three people, including the
Chairperson, who moderates the
hearing), the applicant(s), the
representative(s) of examina-
tion team, and other representa-
tives, for example, novice experts
invited to the session of the Board
for training purposes. The appli-
cant has the right to invite his or
her representatives (or trustees) to
the sessions too in order to con-
sult with them during the ses-
sion of the Board. The represen-
tative of the applicant must have
a power of attorney prepared and
submitted to the Board before the
session. If the applicants do not
attend the meeting of the Board
entrusting the proceedings to
their representatives, then the
power of attorney must be nota-
rized. Any persons may be repre-
sentatives of the applicants, even

those without the status of a pat-
ent attorney.

At the beginning of the session
of the Chamber, the applicants or
their authorized representatives
enunciate their stance. Then the
floor is given to the expert, who
deals the decision under consid-
eration. Afterwards, the Board
poses questions to the parties
and makes a decision. Dialogues
between the examiners and the
applicants (and/or their represen-
tatives) are formally prohibited.
However, they may sometimes
occur during the analysis of com-
plicated technical solutions, and,
if the dialogue is positive and free
of complaints of the applicant on
the expert’s misjudgment, and
helps to clarify technical matters,
the Chamber Board may allow it to
continue. A board session may last
for a few hours.

According to paragraphs1.1-1.4 of
the Rules for submission of objec-
tions and applications and their
respective review in the Chamber,
available on the website of the
Federal Institute of Industrial

Property (http://www.fips.ru), the

following types of objections may

be submitted for inventions, utility

models and industrial designs:

 against a decision on refusal
to grant a patent or to issue a
patent for an invention, utility
model, industrial design;

e against a decision on
recognition of the application
for an invention, utility model
and industrial design as
revoked;

« against issuance of a patent for
an invention, utility model and
industrial design

« against the validity on the
territory of the Russian
Federation of a previously
issued copyright certificate or
a USSR patent for an invention,
a certificate or USSR patent
for an industrial design, a
Eurasian patent for an invention
issued in accordance with the
Eurasian patent Convention of 9
September 1994.

This article provides some recom-
mendations regarding the first two
bullets.
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HHbopMaI M, Kacalomascs 3TOr0 OTKPHITHS,
C mIpUBeJeHHeM IIPHMePOB ero HCIIOAb30BAHUS
M Pa3BUTHS yXe 6blJ1a Oy6IMKOBAHA B HECKOJIb-
KHUX Hay4YHBIX U HAay4YHO-TIOMYJSPHBIX UCTOYHHU-
KaxX, B TOM 4HCJe 3apyb6eskHBIX. ITHU CBefeHUS
BBIXOJSIT 32 PAMKHU IlepBOHAYaJIbHBIX MaTepHa-
JIOB 3asIBKH, HO MX U He IVIAHHPOBAJIOCH IIpejia-
raTh B KaueCTBe AOIOJIHUTE/JIbHBIX MAaTepHAJIOB
1715l BHECEHU S B TeKCT 3asIBKHU U, TeM bonee, B pop-
Myny usobpereHus. Tem He MeHee NMy6IHUKAIUHU
OB IpeACTaBAeHBl HA KOJJIETHH MaJaThl, TakK
KaK OHH B JJOXOAYHUBOK GopMe U C Pa3HbIX CTOPOH
06BSICHSIIN CYIIHOCTb OTKPBITH S, IOATBEPKAATH
ero o6beKTUBHOCTD U BO3MOKHOCTD PealTH3aluHu
B IIpe/I/IO’KeHHOM c1iocobe. Kpome Toro, B IIepBUY-
HOM BO3Pa’keHHH KOJIJIETHH IajaaThl 6Bl Ipen-
JIOKeH OTKOPPEKTHUPOBAHHBIN BapHUAaHT GOPMYIIBI
Hn306peTeHH s, YACTUYHO YUUTHIBAIONIUI 3aMeya-
HUSI 9KCIIePTHU3BL. TeM He MeHee 3KCIIepT, IPUHSB-
IIMH pelleHHe 06 0TKa3e B BhIZaue [IATeHTA, CBOE
MHeHHe He U3MeHHJI, U ObI/I0 Ha3HAa4YeHO BTOpoOe
3ace/laHUe KO/UIETHH [1aIAThI C HOBBIM 3KCIIEPTOM.
Ha 3ToM 3acefaHU U 6BI/I0 IPUHSTO pellleHHe 0 BO3-
06HOBJIEHUH 3KCIIEPTH3bI, KOTOPAs BbIJAJIA IATEHT
Ha IIpeJIosKeHHBIN cr1ocob [3].

B KauecTBe BTOPOro IIpUMepa PAaCCMOTPHM 3ace-
JaHHe KOJIJIeTUH IIaJIaThl, IIOCBSILIEHHOE pellle-
HHUIO O IPU3HAHHUU OTO3BaHHOU (popma Ne 05
H3,IIM,I10-2011) 3a4BKH Ha H306p6TeHI/Ie, B KOTO-
poM mpennaraauch 4achl, BHIIIOTHEHHEIE B BUAE
ApXHUTEKTYpPHOro o6beKTa, MpefCcTaBIISIONIEro
cobori rpynny poHTaHOB. CeKyHHble, MUHYTHBEIE
U yacoBele GOHTAHBI pacrosaraloTcs B bacceriHe
10 TPeM OKPY>KHOCTSIM, UMEOIIUM pa3Hble JHa-
MeTpBl. BOKpyr OoHTaHOB Ha TBepAOM MOBEPXHO-
CTH TaK>Ke I10 TPeM OKPY>KHOCTSIM Pa3HBIX JHaMe-
TPOB YCTAaHAB/IMBAOTCS TPH I'PYIIIIE HCTOYHHUKOB
cBeTa. IIpu 9TOM Ka>k[0H CeKyHle, MUHYTe 1 4acy
COOTBETCTBYeT oIlpefe/leHHb X QOHTAH KU UCTOY-
HUK CBeTa, BKJIOYAIOI[Hecs B COOTBETCTBYOIIU KN
MOMEHT.

B mpoiiecce 3KCIIepTU3LL IIPeJIOKeHHOMY pelle-
HUIO OBIIM NPOTHUBOIIOCTABIEHBl BOCEMB 3apy-
OesXHBIX U JBa OTEUYECTBEHHBIX IIaTeHTa, CHe-
JIaH BBIBOJ] O €r0 HeCOOTBEeTCTBUH YCJIOBUIO H30-
bpeTaTesbCKOTO YPOBHS, U BBIHECEHO YBeLOM-
nenue (popma N2 26 M3_2012) o HeECOOTBETCTBUHU
YCIOBUSIM IATEHTOCIIOCOOHOCTH. 3asIBUTENIb IIPO-
BeJl CPAaBHUTEJbHBIM aHAJN3 NPeaJoKeHHBIX
U NPOTHUBOIIOCTAaBJIEHHBbIX IPU3HAKOB, a TaKXe

The important provisions of the
Rules are paragraph 2.2, which
states that an objection is com-
posed in any form, and para-
graph 2.5, which states that an
objection should contain a ratio-
nale explaining the illegitimacy
of the challenged decision. Other
requirements concerning the sub-
mission of objections are broadly
and clearly described in the rules
(see the link), and do not need fur-
ther commenting. An objection is
submitted by an applicant against
a decision on granting a patent
for an invention, utility model,
industrial design, after which the
applicant receives a notification
with the time of the session held
by the Chamber Board. This infor-
mation can also be found at http://
www.fips.ru/sitedocs/Boards.
pdf in the section "Schedule of
the Chamber Board for patent
disputes”.
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The examination process of a
technical solution submitted by
an applicant to the Chamber Board
has already been briefly described
in [1,2], which refer to the dispute
on "the method of measuring the
quantum nonlocality energy of
particles, making infinite move-
ments". Below, we will elaborate on
this case more in detail.

At the examination stage of the
application, the technical argu-
ments, theoretical estimates and
experimental outcomes brought
up by the applicant did not con-
vince the expert that the proposed
method was applicable in the
industry. This partly seemed rea-
sonable because the invention was
rather revolutionary in nature and
was based on the discovery of a new
effect, which. at the time of appli-
cation, had not been published in
open sources yet. Of course, the
experts had reasons to doubt the

existence of this effect (discovery).
However, by the time of the ses-
sion held by the Chamber Board,
the information on this discov-
ery and the examples of its devel-
opment and use had already been
published in several scientific and
popular sources, including foreign
ones. This information was beyond
the scope of the original appli-
cation materials, but there were
no plans to use the information
as additional materials for inclu-
sion in the text of the application,
or, even more so in the claims.
Nevertheless, the publications
were presented to the Chamber
Board, because they explained the
main points of the discovery in a
simple form and from different
standpoints, substantiating the
objectivity and feasibility of the
proposed method. Furthermore,
during the initial objection, the
Chamber Board was provided with
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TeXHUYeCKHUX Pe3ybTaTOB OT MX MCIIOIb30BAHHUS
M BBICKA3aJI HAMepeHHe 06 y4aCTHUHU B 9KCIIEPTHOM
COBeIlllaHMH, eC/IH 3KCIIepPTH3a COYTeT 3TO Liesleco-
06pa3sHBIM. DKCIIepTH3a IPHUHSsIA TaKoe IIpeJJsIo-
SKeHHe, U Ha COBeIlaHUHU ObLJIO pPelleHo IIPeloCcTa-
BHUTb BpeMs /151 KOPPeKTHPOBKHU GOPMYJIBl H30-
OpeTeHUs U poBefeHUs 6ojee IIOJTHOIO CPaBHU-
TeJIbHOIO aHa/lMu3a. Ero pe3yyibTaThl 3asiBUTE/b
IpeACTaBUJ B BUJe CPaBHUTeNbHON TabnuIlH,
B KOTOPOM I10 Ka’KJA0MYy IYHKTY IpesAa0KeHHOH
dopMybl n306peTeHUs 6BIIN IPUBEAEHBl OTIH-
YHTe/IbHble IPU3HAKHU, IPOTHBOIOCTAB/IeHHbIE
3KCIEepPTHU30M MPHU3HAKHU, TeXHHUUYEeCKHEe Pe3yJb-
TaThl OT MCIIOAb30BAHUS TeX U APYTUX IMPH3HA-
KOB U BBIBOJBI. Ha OCHOBaHMH aHaMu3a 6b1sI0 ycTa-
HOBJIEHO, YTO INPHU3HAKHU U TeXHHUYECKHe pe3yb-
TaThl ABYX 3aBUCHUMBIX IYHKTOB GOPMYJ/IBL H30-
OpeTeHHU S MOTHOCTHIO COBIIAAIOT C IIPOTHUBOIIO-
CTaBJIeHHBIMHU, U 3THU NYHKTHI ObITH UCKIIOUYEHBI
u3 popmyinsl. [IpU3HaKU Tpex MYHKTOB, KOTOPEIe
He COBIIAZAIOT C IIPOTUBOIIOCTABAeHHBIMHU, OBITH
ocTaB/IeHbl 6e3 H3MeHeHHU 1. [IpU3HAKH OCTATbHBIX
MNYHKTOB YaCTHUYHO COBIAAAIOT C IPOTUBOIIOCTAB-
JeHHBIMU IPH3HAKaMU, HO UMEIOT APYroH Tex-
HU4YeCKHUH pe3ynbTaT. [Io pe3yabpTaTaM aHaaH3a

a revised version of the invention

3KCIepTH3e OblI IpeacTaBlieH OTKOPPEKTUPOBAH-
HBIF BapuaHT GOpMYIIbl H300peTeH s, B KOTOPYIO
OBIIM TaKKe BKJIIOYEHBI JOMOTHUTEIbHbIE IIPU-
3HAKH, OCHOBAHHBIe Ha IIePBUYHOM OIIHCAHUU
3asIBKH, HO JOCJIOBHO TaM He IIPUCYTCTBYIOI[HE.
[To MHEHHUIO 3asIBUTE/Ss, 3THU IPU3HAKHU He BbIXO-
OUJIU 32 pAMKY [TIePBOHAYAIbHBIX MAaTEPHUAJIOB.
PenreHue 3KCIePTa O IPU3HAHUU 3aSIBKHU OTO-
3BaHHOM OCHOBBIBAJIOCh HAa OTKOPPEKTHPOBAHHOM
BapuaHTe GOpMY/Ibl H300peTeHHUs. DKCIIePT OTMe-
THJI, YTO B Hee BKJIIOYEHBI IPU3HAKH, OTCYTCTBYIO-
IIMe B TeKCTaxX GOPMYJIbl U B OIIMCAHUHU, KOTOpHIE
OBLIH IIPeCTABIEHEI B IEPBOHAYAIBHBIX MaTepHa-
Jax 3asiBKU, B OTHOUIEHUHU PACIIOJIOKEHUS OH-
TAHOB "B LIEHTPAJIbHOMN YaCTH HHGOPMAIMOHHOMU
IIOBEPXHOCTH" M PACIIONIOKEHHU I CeKYHIHBIX UHIH-
KaTOpOB BTOpPOTo Habopa MHAMKATOPOB "B MaKCH-
MaJIbHOM 6/IM30CTH" K CEKYHIHBIM HHAKUKATOpaM
nepBoro Habopa MHAKUKATOPOB. B pelleHUU yKa-
3BIBAE€TCS, YTO "HAJHUYHUEe B CKOPPEKTHUPOBAHHOM
dopMyiie... MPU3HAKOB, U3MEHSIOIHUX CYIIHOCTh
3asBJIEHHOTO M300peTeHU s, IIOKA3bIBaET, YTO
IIPU ee COCTABJIEeHHUH HapylleHH TpeboBaHUS II. 1
cT. 1378 TK P® u 1. 24.7.(3) ABMUHHUCTPATHBHOTO
pernameHTa ucnonHeHus PerepanbHOM CIyK60M

have the claims of the invention

claims, which had partly taken
into account the remarks of the
examiners. Yet, the expert, who
made a decision on refusal to grant
a patent, did not change his opin-
ion. Therefore, a second session of
the Chamber Board with another
expert was summoned. The second
Board session decided to resume
the examination and granted the
patent for the method proposed [3].
As a second example, we would
like to refer to the session of the
Chamber in relation to the deci-
sion on recognition of an applica-
tion as revoked (Form No. 05, PM,
PO-2011) for an invention that pro-
vided a clock in the form of an
architectural object represented
by an assembly of fountains. The
fountains showing seconds, min-
utes and hours were to be placed in
the pool in three circles having dif-
ferent diameters. It was proposed
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to place three illumination circles
of different diameters on a solid
surface around the fountains.
Each second, minute and hour cor-
responded to the respective foun-
tain with the illumination source
switching on according to the time.

During the examination, the
proposed solution was compared
to eight foreign and two domestic
patents, and it was judged that the
proposal did not meet the inventive
level requirement. Thus, a notice
was issued (Form No. 26 1Z 2012)
on noncompliance with patent-
ability requirements. The applicant
conducted a comparative analysis
of the proposed and contrasted fea-
tures, as well as their technical use
and expressed his intention to take
part in an examination session,
if the experts deemed it appropri-
ate. The experts accepted the pro-
posal, and the session members
decided to provide some time to

amended and to allow a more com-
plete comparative analysis. The
applicant submitted the results of
the analysis in the form of a com-
parative table, which contained
each item of the proposed patent
claims with their distinctive fea-
tures, the features contrasted by
the experts, their technical use
and the other features and conclu-
sions. The analysis revealed that
the features and technical use of
two dependent claims of the appli-
cation were similar in the opposed
claims, and those items were
excluded from the claims. The fea-
tures of three items were different
from the opposed items and they
were remained unchanged in the
claims. The features of the remain-
ing items overlapped with the
opposed features, but led to a dif-
ferent effect. After conducting the
analysis, the examination board
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[0 MHTeJJeKTyaJbHON COOCTBEHHOCTH, IIATeH-
TaM M TOBAPHBIM 3HaKaM IOCyZapCTBEHHOH QYHK-
LMY 10 OPTaHHU3AI MU IIpHeMa 3asBOK Ha H306pe-
TeHHe U UX PACCMOTPeHHsI, SKCIIePTU3BI U BhIAAUHU
B YCTAHOBJIEHHOM IIOPS/JIKe ITaTeHTOB POCCMHCKOHN
demepanuu Ha u3obpeTeHHUe, B CBS3HU C YeM B COOT-
BeTCTBUHU C II. 24.6.(2) periameHTa JaHHAas 3asBKa Ha
n3obpeTeHHe IIPHU3HAHA OTO3BAHHOM .

JleICTBUTE/NBHO, IPU3HAKU: 'B LIeHTPAJIbHOU
YaCcTH UHGOPMAIIMOHHOM II0BEPXHOCTHU" M "B MaK-
CHMaJIbHOM 61M30CTH" OTCYTCTBOBAIHU B SBHOM
BUJIe B IIEPBUYHBIX MaTepHalax 3assBKH. OLHAKO
OHU, 110 MHEHUIO 3asIBUTesI, OAHO3HAYHO CJIefl0-
Ba/IU U3 YepTe>KeH U ONMHCAHUS, Ihe OBIIN JaHBI
OHaMeTpPBl OKPY>KHOCTEH C PACIIONIOKeHHBIMH Ha
HHUX 06BeKTaMH, U3 Yero MOKHO CJeaTh BEIBOJ, 06
HX IIOJIOKEHU U APYT OTHOCHUTENIBHO Apyra. IIpu 3ToM
3KCIIepTH3a UTHOPHUPOBAIA CPABHUTEIbHBIHM aHa-
JIU3 OTIMYUTEbHBIX IPHU3HAKOB IIPeJJIOKeHHOTr 0
pelleHHsI W MPHU3HAKOB, IIPOTHBOIIOCTABIEHHBIX
3KCIIePTH30H, IIPe/ICTaBIeHHBIH 3asiBUTE/IeM OJHO-
BpeMeHHO C OTKOPPeKTHPOBaHHBIM BapHaHTOM ¢op-
MyJIBI H306peTeHu .

B HampaBJeHHOM B II1aJIaTy BO3pa’keHHUHU Ha
pellleHHe O NPHU3HAHUM 3asIBKU OTO3BAHHOM

3asBUTe/b MOAUYEPKHYJ, YTO, IIO eT0 MHEHHUIO,
BapHUaHT OTKOPPeKTHPOBaAaHHON pOopMyIIbl U306pe-
TeHMS, 110 CyTH, He BBIXOJHUT 3a paMKH IIepBOHA-
YaJIbHBIX MaTepHUaJIoB, HO OH He HacTauBajl U He
HacTauBaeT Ha BK/IIOYEHHUH MMeHHO 5THX BapHUaH-
TOB IIPU3HAKOB B popMyny U306peTeHHUs, U UTO
BO3MOKHBI U APYyTrHe UX BapUAHTHI U3/I0KeHUS,
JOCJIOBHO OCHOBaHHBIe Ha IIePBUYHBIX MaTepHa-
7ax 3asBKHU. DTH BapUAHTHI ObIIM yKa3aHEL B BO3-
Pa’keHHUH ¥ OCHOBBIBAJIMCh HA IIPUBEJeHUH COOT-
HOLIeHHWH JHAMeTPOB OKPY>KHOCTEH PacCIIojioxKe-
HUS 06eKTOB, B3SThIX U3 [IEPBUYHOrO OIIMCAHHUS.
Tak>ke B BO3paskeHHUU Oblyla IpefCcTaB/leHa KOIUS
He yYTeHHOTO 3KCIIePTH 30k CPaBHUTE/NBHOTO aHa-
7H3a IPHU3HAKOB.

Tak Kak KOJJIeTHsl MajaaThl pacCMaTpHUBaeT
TexHHYeCcKHe BOIIPOCH KU NPUHHUMAaeT pellleHHUe
B TeueHHe OrPaHHUUYEHHOIO 3aceJaHUeM IIpoMe-
SKyTKa BpeMeHH, OblIK MpefCcTaBIeHbl JOIOJIHH-
Te/bHBle FpaduyuecKkre U poToMaTepHasbl TaTeH-
Tyemoro o6bekTa. OHH SIBHO BBIXOAUIH 33 PAMKH
IepBOHAYA/TbHBIX MaTepHaJioB, HO 6ojee mOX0x-
YMBO Pa3bACHSIIMU CyTb M306peTeHus. Ha Kkoin-
neruu 6bIJIO CIlellMa/IbHO OTOBOPEHO U IoA4ep-
KHYTO, YTO 3asBUTeJIb He cobHupaeTcsi 3aMeHSTh

received an amended version of
claims, which also included addi-
tional features, which were based
on the original application text,
but a word-by-word copy. The appli-
cant said that those features were
within the scope of the original
materials.

The decision of the expert on
recognition of the application as
revoked was based on the amended
version of the patent claims.
The expert noted that the claims
included features which were
absent in the texts of the claims
and in the disclosure were pre-
sented with the original appli-
cation materials, particularly,
with reference to the location of
the fountains "in the central part
of the informative area” and the
location of the indicator of sec-
onds of the second set of indica-
tors “in the maximal proximity"
to the indicators of seconds of the

first set of indicators. The decision
stated that "the inclusion in the
amended claims... of the features
that change the essence of the
claimed invention indicates that
their contents violate the require-
ments of paragraph 1 of article
1378 RFCC and paragraph 24.7.(3)
of the Administrative execution
regulations of the Federal service
for intellectual property, patents
and trademarks on the state func-
tion for submission of applications
for inventions and their examina-
tion, expert study and granting
invention patents of the Russian
Federation as prescribed, thus,
in compliance with paragraph
24.6.(2) of the regulations, the pat-
ent application is recognized as
revoked".

Indeed, such features as "the
central part of the informative
area" and the "maximal proxim-
ity" were not explicitly mentioned

in the original application mate-
rials. However, according to the
applicant, they were clear from the
drawings and disclosure, which
described the diameters of the cir-
cles with objects placed thereupon,
from which one could see their
position relative to each other. The
examination board ignored the
comparative analysis between the
distinctive features of the proposed
solution and the opposing features
brought by the examination board,
as presented by the applicant
together with the amended version
of the claims.

In the objection sent to the
Chamber against the decision on
recognition of the applications as
revoked, the applicant stressed
that, in his opinion, the amended
version of the patent claims, in
fact, were not out of the scope of the
original materials, and he had not
insisted on the inclusion of exactly
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Bonpocbl NATEHTOBAHMSA

IepBUYHBIe rpaduUecKHe U UHBle MaTepHaJbl, a
IpeCTaBHII JOIIOTHHUTeIbHbIe MaTepHUasIbl, YTOOBI
KOJIZTerusi cMorna b6eicTpee pa3zobparThcs € Tex-
HHYeCKOM CTOPOHOM Bompoca. OJHOBpPeMeHHO,
doToMaTepHasbl IOATBEPAMIH CyIleCTBOBAHHE
PeasbHOro COOTBETCTBYIoIero popmyie usobpe-
TeHHUs 06beKTa U FOTOBHOCTH 3aSIBUTeNs A06HU-
BAaThCS IIOJOKUTETBHOIO pelleHHUs II0 3asBKe.
IIpencTaBUTeNS S5KCIIePTHU3EL yOe TN apryMeHTH
3asiBUTeNsI, U KOJJeryus IajaTsl BOCCTAHOBHIJIA
JeIOII PO 3BOAICTBO I10 3as1BKe, 006513aB IIPOJOIKUTh
ee HKCIIePTH3Y.

B o6oux mpHUBefeHHBIX IPHMepax B Bo3pake-
HUSX O6BIIIM IIpeACTaBIeHBl OTKOPPEeKTHPOBAH-
Hble GOPMYIBl M306peTeHUM. [[OTIOIHHUTEeIbHBIE
MaTepHassl, B TOM YHCJIe, BRIXOASIIHeE 32 PAMKH
IlepBOHAYA/IbHBIX, UCIIOTb30BATUCh HA KOJIJIETHH
IaJIaThl UCKIIOYHUTEIBHO C IeJIbI0 Pa3bsICHEHHUS
TeXHHUYeCKHX BOIIPOCOB. DTH MaTepHaIbl MOKHO
NpeIbSBISATh KaK Ilepe/]] HA4a/I0M 3aceJaHH s KO-
Jeruu, Tak U B IIpoIiecce ee IPOBefeHHUsI, KOTAa
3asIBUTeNb IIOYYBCTBYeT UX HEOOXOMUMOCTh. Bce
5TO ITO3BOJIMJ/IO KOJIJIETHHU IIAJIaThl 6BICTPO Pa3o-
6paTbCcs B CYTH pacCMaTpPHUBaeMBbIX BOIIPOCOB
U IIPUHSTh 06beKTHUBHBIE PellleHHU .

Cpenu m3obperarener ObITyeT MHeHHe, YTO
IIBITATHCSI OTCTOSITh CBOM aPTyMEHTHI Ha KOJIJIETHUHU
majatsl - feno becrepcreKTHUBHOe. Pasymeercs,
DajeKo He BCe fejla peIlaloTcsl B IIOIb3y H30-
6peTtaTener (CM. CTATUCTUKY B pa3jelie IPaBUIJI
"Pemenus PemepanbHON CAyKOBI 10 MHTeJJIEK-
TyaJbHON COOGCTBEHHOCTH, IPHHHMaeMble
[0 pe3yabTaTaM PaCCMOTPEHHUS BO3Pa’KeHUH
U 3asIBJIEHHU I KOJ/UIeTUsIMHU [1aaThl 10 MaTeHTHBIM
cmopam" http://www.fips.ru/sitedocs/pps_all.htm).
TeM He MeHee [1Ba IIPUBeIeHHBIX IPUMepa CBHJe-
TeJIbCTBYIOT O TOM, UTO IIPH HaJJIeKalleH IOAr0-
TOBKE M apryMeHTAal[HH, OCHOBAHHOM Ha 06bek-
TUBHBIX JAHHbBIX, BO3PAKEHHUS 3as1BUTEIEH MOTYT
OBITH YIOBIETBOPEHBI.
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those features into the claims,
and that there could be other ver-
sions of the disclosure, based on
the original application materials.
Those versions were specified in the
objection and were based on the
specification of diameters of the
circles in which the objects were
placed according to the original
disclosure. Besides, the objection
included a copy of the comparative
analysis of features, which was not
taken into account by the examina-
tion board.

Since the Chamber Board exam-
ined the technical issues and mad
a decision within a limited time,
additional drawing and photos of
the patented items were presented.
They were visibly out of the scope
of the original materials, but they
explained the essence of the inven-
tion more lucidly. At the Board ses-
sion, it was expressly specified
and stressed that the applicant did
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not intend to replace the primary
drawings and other materials,
but provided additional materials
to the Board so its members could
better understand the technical
side of the issue. Additionally, the
photographs provided evidence
of the existence of a real object
described in the invention claims
and the willingness of the appli-
cant to obtain a positive decision
on the application. The represen-
tative of the examination board
was convinced by the arguments
of the applicant, and the Chamber
Board resumed the work on the
application, requiring further
examination.

In both the examples, the objec-
tions were presented with amend-
ing claims. Additional materials,
including, those out of the scope
of the original materials, were
used at the session of the Chamber
Board for the sole purpose of

explaining technical issues. Such
materials may be submitted before
the Board meeting, and during the
meeting, whenever the applicant
believes it to be appropriate. All of
this helped the Chamber Board to
understand the issues quickly and
to make objective decisions.

Many inventors believe that
defending their stance at a
Chamber Board session is hope-
less. Certainly, not all cases are
resolved in favor of inventors (see
the statistics in the section of the
rules on "Decisions of the Federal
service for intellectual prop-
erty, made on the basis of appeals
considered by the Board of the
Chamber for Patent Disputes”
http://www.fips.ru/sitedocs/
pps_all.htm). However, these two
examples show that with proper
preparation and reasoning, based
on objective data, the applicants’
objections may be satisfied. [ |



